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Election/Restrictions 
Applicant's election of Group I, claims 1-13 in the reply filed on 30 December 
2004 is acknowledged. Because applicant did not distinctly and specifically point out 
the supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claim Rejections - 35 USC §112 

Claims 10, 1 1 and 12 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

With regards to claim 10, a controller which regulates a capacitor so as to 
provide a "power gap between a load demand and the power demand and a power 
provided by said battery" is not disclosed. Thus, one of ordinary skill in the art is not 
enabled to make and use this invention. 

With regards to claim 1 1 , it is unclear how a capacitor device can extract all of 
the energy of a battery energy. Extracting all of the energy implies an process which is 
1 00% efficient in extracting energy, which is thermodynamically impossible. 

With regards to claim 12, it is unclear how a capacitor element can receive a 
charging current of any magnitude without exceeding an open cell voltage of the 
capacitor. An extremely large charging current, even through a small resistance, can 
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produce a significant voltage. Thus, one of ordinary skill in the art would anticipate that 
there should be limits on the magnitude of usable charging currents. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 13 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The term "acceptable current" in claim 13 is a relative term which renders the 
claim indefinite. The temi "acceptable" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fomi the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3. and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Thomas et al., US Patent 5.587,250. 



Application/Control Number: 1 0/064,830 Page 4 

Art Unit: 1745 

Thomas et al. disclose a energy storage system which includes a first power 
source, which may be a battery, particularly a zinc-air battery or a lithium polymer 
battery. (See column 2, lines 23-27.) The system further includes a second power 
source within the same housing. The second power source may be a capacitor. (See 
Fig. 3 and column 4 lines 37-65.) Electronic circuitry connected to the two power 
sources is adapted to condition the output of the two power sources. (See column 3, 
lines 12-22.) The circuitry is considered to control complementary charge and 
complementary discharge between the battery element and the capacitor element." 
With regards to claim 6, both the capacitor and the battery disclosed by Thomas et al. 
may be the same, for example, alkaline. (See column 2, lines 36 and 52.) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time thiB 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thomas et al. in view of Lian et al., US Patent 5,563,765. 

As discussed above Thomas et al. disclose applicants' invention essentially as 
claimed, with the exception that Thomas et al. do not disclose specific energy densities 
or electrolytes for the capacitors used. Lian et al. disclose capacitors having a charge 
density of 0.2 F/cm^. (See column 5, lines 37-45.) The capacitors were tested using a 
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31% KOH electrolyte. (See column 4, lines 4-9.) Because of the relatively high charge 
density of the capacitors disclosed by Lian et a!., one of ordinary skill in the art would 
consider these to be "super capacitors". It would have been obvious to one of ordinary 
skill in the art to use the capacitors suggested by Lian et al. in the energy storage 
system disclosed by Thomas et al. because Thomas et al. suggest the Lian capacitors 
as potentially useful in their invention. (See Thomas et al., column 3, lines 6-1 1 .) 

Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thomas et al. in view of Narang et al., US Patent 5,548,055. 

As discussed above, Thomas et al. discloses applicants' invention essentially as 
claimed with the exception that Thomas et al. do not disclose capacitors with polymer 
electrolyte or organic solvent in the electrolyte. Narang et al. disclose electrolytes 
useable with super capacitors. (Column 10, lines 28-33.) The electrolytes contain 
siloxane and polyvinylidene fluoride polymers and plasticizer. (See Fig. 1.) The 
plasticizer may be lower alky! carbonates, which would include diethyl and dimethyl 
carbonates. (See column 20, lines 50-53.) The electrolytes are taught as providing 
high ambient temperature ionic conductivity and excellent physical and mechanical 
attributes. (Column 5, lines 1-7.) Therefore, it would have been obvious to one of 
ordinary skill in the art to use the electrolyte disclosed by Narang et al. in both the 
capacitor and battery of the Thomas et al. invention in order to achieve high ionic 
conductivity and good mechanical properties. 



Application/Control Number: 10/064,830 Page 6 

Art Unit: 1745 

Claims 9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thomas et al. 

Thomas et al. disclose applicants' invention essentially as claimed, with the 
exception that Thomas et al. do not specifically disclose the specifics of charge and 
discharge control recited in applicant's claims. However, Thomas et al. disclose a 
variety of power output conditioning circuitry are possible in their system. (See column 
3, lines 1 1-22.) Thus, one of ordinary skill in the art would appreciate the power 
conditioning circuitry disclosed by Thomas et al. would include the systems as claimed 
by applicants in instant claims 9-1 3. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Liang, US Patent 3,81 1 ,944 describes a electric cell which includes a capacitor 
and battery. 

Kung, US Publication 2003/0134158 Al discloses a battery and protection circuit 
in a single housing. 

Bean et al. US Patent 6,645.66362 discloses a housing holding a battery and 
capacitor. 
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Any inquiry concerning tfiis communication or earlier communications from tlie 
examiner should be directed to Carol Chaney whose telephone number is (571) 272- 
1284. The examiner can nomially be reached on Mon - Fri 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Carol Chaney 
Primary Examiner 
Art Unit 1745 
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